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1 . Claims 32 are pending in the application and are currently under 
prosecution. 

2. Restriction to one of the following inventions is required under 35 U.S.C. 
. 121: 

Group 1. Claims 1 -8 are drawn to a method of extending survival 
and/or delaying disease progression of a human tumor in a mammal by 
administering antibody with identifying characteristics of PTA 5691, 
classified in Class 424, subclass 130.1. 

Group 2. Claims 9-16 are drawn to monoclonal antibody PTA5691 
and the clone deposited as PTA-5691, classified in Class 435, subclass 326, 
class 530, subclass 387.1. 

Group 3. Claims 17-20 are drawn to a method of screening/detecting 
the presence of cancerous cells in a tissue sample from a human tumor with 
antibody PTA5691 , classified in Class 435, subclass 7.1 . 
Group 4. Claims 2 1 -28 are drawn to antibody PTA-5690 and the clone 
deposited as PTA-5690, classified in Class 435, subclass 326, class 530, 
subclass 387.1. 

G roup 5. Claims 29-32 are drawn to a method of screening/detecting 
the presence of cancerous cells in a tissue sample from a human tumor with 
antibody PTA5690, classified in Class 435, subclass 7.1. 

3. The inventions are distinct, each from the other because of the following 
reasons: 

Inventions 2 and 4 as disclosed are biologically and chemically distinct, 
unrelated in structure and function, made by and used in different methods and are 
therefore distinct inventions. For Example, antibody 5691 binds to antigens found 
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in breast and ovarian cancers while antibody 5690 binds to antigens found in colon 
cancer. The antigens are used for diagnosis of different types of cancers. Further, 
the antibodies are unrelated in structure because the binding parameters/structure 
necessary for binding to different antigens are different. The exquisite sensitivity 
of antibodies for binding to their own particular epitope is made possible by the 
wide variety of structures in the variable domains of antibodies. Given the 
differences in the two antibodies, the two claimed antibodies are distinct and 
searching for both of these antibodies would be an undue burden on the Examiner. 

Inventions 1, 3, 5 are materially distinct methods which differ at least in 
objectives, method steps, reagents and/or dosages and/or schedules used, response 
variables, and criteria for success. The method of claim 1 is drawn to the in vivo 
treatment of cancer requiring different method steps, schedules, dosages from the 
methods of claims 3 and 5 which are in vitro binding assays. Clearly, the 
objectives of in vitro binding assays are different from in vivo treatment, Further, 
as drawn to the binding assays, the assays are distinct because they are done in 
different tissue types wherein different antigens are identified. Given these 
differences, the three methods are distinct and searching each of these methods 
would be an undue burden on the Examiner. 

The inventions of Groups 2 and 1/3 are related as product and process of 
use. The inventions can be shown to be distinct if either or both of the following 
can be shown: (i) the process for using the product as claimed can be practiced 
with another materially different product or (ii) the product as claimed can be used 
in a materially different process of using that product [see MPEP, 806.05(h)]. In 
the instant case the antibody product as claimed can be used in a materially 
different process such as production of anti-idiotypic antibodies. 
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The inventions of Groups 4 and 5 are related as product and process of use. 
The inventions can be shown to be distinct if either or both of the following can be 
shown: (i) the process for using the product as claimed can be practiced with 
another materially different product or (ii) the product as claimed can be used in a 
materially different process of using that product [see MPEP, 806.05(h)]. In the 
instant case the antibody product as claimed can be used in a materially different 
process such as production of anti-idiotypic antibodies. 

The inventions of Groups 2 and 5 are not at all related because the invention 
of group 2 is not used in any of the methods of Group 5. 

The inventions of Groups 4 and 1/3 are not at all related because the 
invention of group 4 is not used in any of the methods of Group 1/3. 

The inventions of Groups 5 and 3/7 are not at all related because the 
invention of Groups 3/7 are not used in any of the methods of Group 5. 

4. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification and/or 
recognized divergent subject matter, restriction for examination purposes as 
indicated is proper. 

5. Group 1 is further subject to election of a single disclosed species. 
Claim 1 is generic to a plurality of disclosed patentably distinct species 

comprising antibodies wherein said antibodies have different structures and 
functions wherein said antibodies (a) are conjugated to cytotoxic moieties (claims 
2 and 3), (b) activate complement (claim 4), (c) mediate ADCC (claim 5). 

6. Group 1 is further subject to election of a single disclosed species 
comprising antibody conjugates wherein the conjugated moieties have different 
structures and functions wherein the moieties are (a) cytotoxic moieties, (b) 
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enzymes, (c) radioactive compounds (d) hematogenous cells, as contemplated in 
the specification. 

7. Group 2 is further subject to election of a single disclosed species 
comprising antibody conjugates wherein the conjugated moieties have different 
structures and functions wherein the moieties are (a) cytotoxic moieties, (b) 
enzymes, (c) radioactive compounds (d) hematogenous cells, all of claim 15. 

8. Group 4 is further subject to election of a single disclosed species 
comprising antibody conjugates wherein the conjugated moieties have different 
structures and functions wherein the moieties are (a) cytotoxic moieties, (b) 
enzymes, (c) radioactive compounds (d) hematogenous cells, all of claim 27. 

9. Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this 
is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art, the evidence or admission may be used in a 
rejection under 35 U.S.C.. 103 of the other invention. 

10. Applicant is advised that a response to this requirement must include an 
identification of the species that is elected consonant with this requirement, and a 
listing of all claims readable thereon, including any claims subsequently added. 
An argument that a claim is allowable or that all claims are generic is considered 
nonresponsive unless accompanied by an election. 

1 1 . Upon the allowance of a generic claim, applicant will be entitled to 
consideration of claims to additional species which are written in dependent form 
or otherwise include all the limitations of an allowed generic claim as provided by 
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37 CFR 1.141. If claims are added after the election, applicant must indicate 
which are readable upon the elected species. MPEP 809.02(a). 

1 2. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C.. 103, the examiner presumes that the 
subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 C.F.R.. 1 .56 to point out the 
inventor and invention dates of each claim that was not commonly owned at the 
time a later invention was made in order for the examiner to consider the 
applicability of potential 35 U.S.C.. 102(f) or (g) prior art under 35 U.S.C. 

. 103. 

1 3. Applicant is reminded that upon the cancellation of claims to a non- 
elected invention, the inventorship must be amended in compliance with 37 
C.F.R.. 1 .48(b) if one or more of the currently named inventors is no longer an 
inventor of at least one claim remaining in the application. Any amendment of 
inventorship must be accompanied by a diligently-filed petition under 37 
C.F.R, 1 .48(b) and by the fee required under 37 C.F.R, 1.1 7(h). 

1 4. Applicant is advised that the response to this requirement to be complete 
must include an election of the invention to be examined even though the 
requirement be traversed. 

15. The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and a product claim is 
subsequently found allowable, withdrawn process claims that depend from or 
otherwise include all the limitations of the allowable product claim will be rejoined 
in accordance with the provisions of MPEP § 821 .04. Process claims that depend 
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from or otherwise include all the limitations of the patentable product will be 
entered as a matter of right if the amendment is presented prior to final rejection or 
allowance, whichever is earlier. Amendments submitted after final rejection are 
governed by 37 CFR 1.116; amendments submitted after allowance are governed 
by37CFR 1.312. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1.104. 
Thus, to be allowable, the rejoined claims must meet all criteria for patentability 
including the requirements of 35 U.S.C. 101, 102, 103, and 1 12. Until an elected 
product claim is found allowable, an otherwise proper restriction requirement 
between product claims and process claims may be maintained. Withdrawn process 
claims that are not commensurate in scope with an allowed product claim will not 
be rejoined. See "Guidance on Treatment of Product and Process Claims in light 
of In re Ochiai, In re Brouwer and 35 U.S.C. § 103(b)," 1 184 O.G. 86 (March 26, 
1996). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, Applicant is advised that the process claims should be amended 
during prosecution either to maintain dependency on the product claims or to 
otherwise include the limitations of the product claims. Failure to do so may 
result in a loss of the right to rejoinder. Further, note that the prohibition against 
double patenting rejections of 35 U.S.C. 121 does not apply where the restriction 
requirement is withdrawn by the examiner before the patent issues. See MPEP § 
804.01. 

16. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Susan Ungar, PhD whose telephone 
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number is (571) 272-0837. The examiner can normally be reached on Monday 
through Friday from 7:30am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Shanon Foley, can be reached at 571-272-0898. The fax 
phone number for this Art Unit is (571) 273-8300. 



Susan Ungar, PhD /J 
Primary Patent Examiner 
December 20, 2006 




